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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

Responsive to communication(s) filed on 12 November 2004 . 
2a)[3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) (3 Claim(s) 43.48.49.51-57.59-65 and 74-101 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 43.48.49.51-57.59-65 and 74-101 is/are rejected. - 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (0- 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1. Applicant's arguments, see page 11, lines 10-14, that asserts the subject matter 
of each of the claims is expressly directed to "a tested semiconductor device," and "not 
a probe card assembly or a combination of a probe card assembly and a tested 
semiconductor device", filed November 12, 2004, with respect to the rejection under 35 
USC 112 has been fully considered and is persuasive. Moreover Applicant's 
arguments, see page 12, lines 8-14, that asserts the "product - that is, the tested 
semiconductor device - patentably differs from prior art semiconductor devices," filed 
November 12, 2004, with respect to the rejection under 35 USC 112 has been fully 
considered and is persuasive. Additionally, Applicant's arguments, see page 1 1 , lines 
15-22, that asserts "Applicants are not attempting to do what is forbidden Ex parte 
Lyell, 17 USPQ 1548 (Bd. Pat. App. & Inter. 1990), which was cited in the Office Action" 
and further states "the preambles of the claims in the present application are expressly 
directed only to a 'tested semiconductor device'," filed November 12, 2004, with respect 
to the rejection under 35 USC 112 have been fully considered and are persuasive. The 
rejection under 35 USC 112 of claims 43, 48, 49, 51-57, 59-65, 68 and 74-83 has been 
withdrawn. 

In summary, Applicants' claimed invention is limited to only a tested 
semiconductor device and nothing more than a tested semiconductor device : no 

patentable weight being given to the process of producing the test semiconductor 
device and no patentable weight given to a probe card assembly including any details of 
the probe card assembly in view of Applicants' own admission in the Amendment filed 
November 12, 2004. 
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2. Applicants arguments with respect to claims 43, 48, 49, 51-57, 59-65 and 74-101 
have been considered but are moot in view of the new ground(s) of rejection. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 43, 48, 49, 51-57, 59-65 and 74-101 are rejected under 35 U.S.C. 102(b) 
as being clearly anticipated by Littlebury (5012187). 

Littlebury anticipates (Figure 2) a tested semiconductor device (semiconductor 
chips 12 tested in wafer form and reference made to processing memory chips 12 after 
testing : see col 2, In 26-29 and col 4, In 40-63) produced by providing a wafer (col 4, In 
11-16; Littlebury states the preferred embodiment being in wafer form) having a plurality 
of semiconductor devices (12) thereon, each of the semiconductor devices including a 
plurality of electrical contact terminals (13) as recited in claims 43 and 82. 

As to claim 48, dicing the wafer to singulate the semiconductor devices is 
anticipated by Littlebury (col 4, In 11-18). 

Littlebury anticipates the limitations of claims 49, 51-57, 59-65 and 74-81 and 83- 
101, because the additional limitations presented in each of claims 49, 51-57, 59-65 and 
74-81 and 83-101 do not add patentable weight to the claimed invention and do not 
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further narrow the scope of Applicants' claimed invention that is directed solely to "a 
tested semiconductor device." 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell Kobert whose telephone number is (571) 272- 
1963. The Examiner's Supervisor, Nestor R. Ramirez, can be reached at (571) 272- 
2034. For an automated menu of Tech Center 2800 phone numbers call (571) 272- 
2800. 
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